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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
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1 M Responsive to communication(s) filed on 11/08/2006. 11/08/2006 , 
2a)\J This action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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DETAILED ACTION 



Continued Examination Under 37 CFR 1. 1 14 
A request for continued examination under 37 CFR 1.114, including tfie fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/07/2006 has been entered. 

Election/Restrictions 

Applicant's election of Species A, claims 1-12 and 47-50, in the reply filed on 
1 1/08/2006 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 81 8.03(a)). 

It is noted that comparison of the claims with Figure 7a-7c and the specification 
shows, however, that the species of Figure 7a-7c does no^ave blade protector as — vwxR^ 
required in claims 5 and 6. Claims 5-6 are now withdrawn (in addition to previously 
withdrawn method claims 33-46) from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 1 1/08/2006. 
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Claim Rejections - 35 (JSC §112 

The following is a quotation of the second jDaragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4 and 7-12 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claim(s) fail to define the invention in the manner required by 35 U.S.C. 112, 
second paragraph because they contain indefinite language. The structure which goes 
to make up the device must be clearly and positively specified. The structure must be 
organized and correlated in such a manner as to present a complete operative device. 
In claim 1, the structure is unclear. The examiner is interpreting claim 1 to mean that 
"wherein said first and said second tines both having an inner side and an outer side" 
(lines 3-4), and "a first cutting blade extends from each of the inner sides" (line 5), and 
"a second cutting blade extends from each of the outer sides" (line 9). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-4, 7-1 1 and 47-50 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bertagnoli (U.S. Patent 5,571,109), previously cited. 
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Bertagnoli discloses a tool (see marked-up figure below of Figs. 7a-7b) that can 
be used as a cutter. The cutter has a forked end having two a first tine and a second 
tine, wherein the first and said second tines having an inner side and an outer side, a 
first cutting blade extending from the inner side of each of the inner sides of the first and 
second tines and extending in a first direction from said first and said second tines; 
wherein the first cutting blade is adapted to cut a groove in a first vertebral body in the 
first direction, and a second cutting blade extending from an outer side of said first and 
said second fines and extending in a second direction from said first and said second 
tines; wherein the second cutting blade is adapted to cut a groove in a second vertebral 
body in the second direction; wherein the second direction being opposite from the first 
direction. The tool is hand-held, wherein the first and the second cutting blades are 
parallel to each other and over the entire length of the blade cutting surface, the first 
and second blades are parallel to the handle of the tool, such that with the handle 
blades will cut parallel grooves in the horizontal plane. The second cutting blades are 
placed further apart than the first cutting blades. The two tines have beveled leading 
edges. The cutting blades are coplanar with the inner side of each tine. The cutting 
blades are coplanar with the outer side of each tine. The first and second blades are 
positioned and adapted to bypass nerves. The tines have inboard and outboard beveled 
surfaces that converge and the first cutting blades have surfaces are continuous with 
the inboard beveled surfaces and the second cutting blades have surfaces that are 
continuous with the outboard beveled surfaces. The first cutting blades are upper 
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cutting blades and the second cutting blades are lower cutting blades. The second 
cutting blades are lower cutting blades positioned and adapted to bypass nerves, 

A tool comprising a cutter for distracting the upper and lower vertebrae, a first 
pair of cutting blades protruding upwardly, and a second pair of cutting blades 
protruding downwardly. The cutting blades make parallel horizontal grooves, and the 
second blades are outboard of and spaced from the first blades. The blades extend in a 
plane lateral to the sagittal plane. The blades are parallel to the handle. 

SEE MARKED UP FIGURE NEXT PAGE: 
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U.S. Patent 



Nov. 5, 1996 Sheet 5 of 13 



5,571,109 



"inner'' side 



Converging 
i\J V beveled surfaces 




Ist CutUng blade 



Converging beveled 
surfaces (outboard) 



2nd Cutting blade 



71 

handle not shown (see 
FIG.I) 
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Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Hoffman vyhose telephone number is 571-272- 
5566. The examiner can normally be reached on Monday-Friday 9:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo C. Robert can be reached on 571-272-4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



Application/Control Number: 10/685,134 



Page 8 



Art Unit: 3733 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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